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DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 



Claims 1, 2, 6, 8, 9, and 13 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1 , 
15, and 16 of copending Application No. 10/189326 hereinafter referred to as '326. 

In regard to claim 1 , claim 1 of '326 recites a sensor with multiple receptors 
(pixels); and an optical device that provides mapping of receptor size to about a size of 
a diffraction-limited object appearing in the object field of view. '326 only fails to 
mention the mapping to the object field of view. However, it would be obvious to map 
the entire field of view in order to uniformly image the entire field of view. 
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In regard to claim 2, claim 1 of '326 recites an optical device to direct light, which 
is equivalent to a light source. 

In regard to claim 6, claim 16 of '326 recites using the system in a camera. 

In regard to claim 8, claim 16 of '326 recites using the system for medical 
applications. 

In regard to claim 9, claim 15 of '326 recites an automatic adjustment. 

In regard to claim 13, claim 1 of '326 recites a sensor with multiple receptors 
(pixels); and an optical device that provides mapping of receptor size to about a size of 
a diffraction-limited object appearing in the object field of view. '326 fails to mention the 
mapping to the object field of view and the optical system being a lens. However, it 
would be obvious to map the entire field of view in order to uniformly image the entire 
field of view and it would be obvious to map a receptor size by using a lens. 

This is a provisional obviousness-type double patenting rejection. 

Claim Objections 

Claim 4 recites the limitation "the enclosure." There is insufficient antecedent 
basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 6-10, 13, and 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Vock et al. (5798519). 

In regard to claims 1 and 13, Vock discloses (fig. 4) a portable imaging system 
having a sensor (fig. 5, 100) having a plurality of pixels (77b); and an optical system 
(lens configuration) (71) that maps the plurality of pixels to an object field of view 
(column 3, lines 45-51); the plurality of pixels are scaled to about the size of a 
diffraction-limited spot (73) defined by the optical system (column 9, line 33 - column 
10, line 7). 

In regard to claims 2-4, 6-10 and 14, Vock discloses (fig. 7) a light source 
(illumination module) (182), an enclosure (fig. 5, 100) for the optical system and sensor, 
a processor (114, frame grabber) for operation in the enclosure to facilitate image 
generation. Vock further discloses that the sensor is associated with a digital camera 
(abstract) wherein the sensor is adapted for at least red, green, blue and at least 
another color (column 26, lines 54-57). Because Vock discloses using a color filter to 
match the sensor to a desired color, examiner is assuming that the sensor detects all 
colors. Vock discloses (fig. 7) a power supply (168) (column 13, lines 45-47). Power 
sources are either AC or DC so it is assumed that Vock meets the limitation of the 
claim. Because the reference discloses the structure of the claimed invention, it is 
assumed that it can be applied to medical use. 
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Claims 15 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Maekawa et al. (5769076). 

In regard to claim 15, Maekawa discloses (fig. 6) a microscopic imaging system 
having a light source (20) to illuminate a specimen; a diffuser (26) associated with the 
light source; an optical medium (38b) to magnify the specimen; and a sensor (40a) 
having a plurality of pixels for receiving light from the specimen in accordance with the 
optical medium (column 6, 12-32). 

In regard to claim 16, Maekawa discloses a memory to store information from the 
pixels (column 6, 56-62). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Vock et 
al. (5798519) as applied to claim 1, and in view of Drobot et a. (20020110077). 

In regard to claim 5, Vock discloses a portable imaging system. Vock fails to 
disclose using a holographic element to facilitate generation of an image. However, 
Drobot discloses an imaging system using a holographic lens (page 7, paragraph 0055). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
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was made to use a holographic element for imaging in order to more efficiently detect 
the light from the object. 

Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Vock et al. (579851 9) as applied to claim 1 , and in view of Soenksen (671 1 283). 

In regard to claims 11 and 12, Vock discloses a portable imaging system. Vock 
fails to disclose transferring digital images by a Firewire port. However, Soenksen 
discloses an imaging system that sends images to another location via a Firewire port 
(column 12, lines 20-25). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to use a port such as a Firewire port in order to store 
the digital images or to communicate them to a user. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Livedalen whose telephone number is (571) 
272-2715. The examiner can normally be reached on 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Georgia Epps can be reached on (571) 272-2328. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-91 97 (toll-free). 
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